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OFFICE ACTION SUMMARY 



JSf Responsive to communlcation(s) filed on ^ ^yCSD'^ 



^ ThlsacUonlsRNAL. 

Q Since this application is in condition for allowance except for fbmial matters, prosecution as to the merits Is closed in 
accontence with the practice under Ex parte Quayle, 1935 O.C. 11 ; 453 O.G. 213. 

A shortened statutory period tor response to this action is set to expire — ' month(s), MMily«li|ar 

whichever Is longer, from the mailing date of this communication. Failure to respond within the period for response will caucn 
the application to i>ecome abandoned. (3.5 IJ.S.C. § 133). £xtan3!or<$<n (imemay be oMalned under the provisions of 37 CFR 
i.136(a}. 

Disposition of Claims 

^ aalm(s)_ ^re pending In the application. 

. Of the above, claim{s) ^s/are withdrawn from oonsidefation. 

D Ctalm{s)_^ ^te/are allowed. 

J8f- Clalm(s) \ CW\-A. 13 fc /are rejected. 

SI Clalm(s) 2^—-\'2. — ^Ware objected to. 

Q Clalm(s) a re subject to restriction or election requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

n The drawing(s) filed on i s/are objected to by the Examiner. 

n The proposed drawing correction, filed on ^Is Q approved Q disapproved. 

Q The specification is objected to by the Examiner. 

Q The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

Q Acknowledgment Is made of a dalm for foreign priority under 35 U.S.C. § 1i9(a)-(d). 
D All Q Some* 0 None of the CERTIREO copies of the priority documents have been 
received. 

□ recehrad in Application No. (Series Code/Sertal Number) . 



Q recehrad In this national stage application from the international Bureau (PCT Rule 1 7.2(a)). 
^Certified copies not received: 



O Acknowledgment Is made of a dalm for domestic priority under 35 U.S.C. § 119(e). 
Attachments) 



□ Notice of Reference Cited, PTO-e92 

JS| Information Disclosure Statement(s), PTO-1449, Paper No(s). 

Q Interview Summary, PTO-4 1 3 

O Notice of Draflperson's Patent Drawing Review. PTO-948 

Q Notice of Informal Patent Applk»tion, PTO-1 52 
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DETAILED ACTION 

Claims 1-13 are pending in the application. 

Rejections and objections made in the previous Office Action that 
do not appear below have been overcome. Therefore, arguments 
pertaining to these rejections and objections will not be addressed. 

Specification 

The abstract of the disclosure does not commence on a separate 
sheet in accordance with 37 CFR 1 .52(b)(4). A new abstract of the 
disclosure is required and must be presented on a separate sheet, apart 
from any other text. 



Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 

112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 13 is rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim 
the subject matter which applicant regards as the invention. 

In claim 13, "substituent" is misspelled (see last line of claim). 

Claim Rejections - 35 (JSC §102 
The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made 
in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in the 
United States. 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by 
Ju Young Lee et al. {Journal of the Chemical Society, Perldn Transactions 
1: Organic and Bio-Organic Chemistry, January 1998, (2), pages 359- 
365}. 
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Lee et al. disclose compound 3 on page 360. Compound 3 of Lee 
et al. is embraced by the instant claim as follows: 

is -COzR^; is -SAC; R is hydrogen; R^ is -SAC; R^ is the side 
chain of the amino acid glycine; R^ is the side chain of the amino acid 
methionine; R' is hydrogen; X is -C(=0)OR^^; and R*^ is -SAC. 



Response to Arguments 
Applicants' arguments filed April 2 1 , 2003 have been fully 
considered. Applicants argue that claim 1 , as amended, is not anticipated 
by Lee et al. since the instant R^ variable does not represent hydrogen. 
In response. Applicants' argument is not persuasive since R^ in claim 1 
does represent a side chain of an amino acid. In the instant specification 
on page 12, it is stated that, "side chain of amino acids represents the 
side groups which are attached to the chiral carbon of 20 natural amino 
acids." The amino acid "glycine" is one of the 20 naturally occurring 
amino acids and its "side chain" is hydrogen. 
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Allowable Subject Matter 
Claims 2-12 are objected to as being dependent upon a rejected 
base claim, but would be allowable over the art of record if rewritten in 
independent form including all of the limitations of the base claim and 
any intervening claims. 



Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to 
expire THREE MONTHS from the mailing date of this action. In the 
event a first reply is filed within TWO MONTHS of the mailing date of 
this final action and the advisory action is not mailed until after the end 
of the THREE-MONTH shortened statutory period, then the shortened 
statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will be calculated from 
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the mailing date of the advisory action. In no event, however, will the 
statutory period for reply expire later than SIX MONTHS from the 
mailing date of this final action. 



Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to 
Laura L. Stockton whose telephone number is (703) 308-1875. Tlie 
examiner can normally be reached on Monday-Friday from 6:00 am to 
2:30 pm. If the examiner is out of the Office, the examiner's supervisor, 
Joseph McKane, can be reached on (703) 308-4537. 

Any inquiry of a general nature or relating to the status of this 
application should be directed to the Group receptionist whose telephone 
number is (703) 308-1235. 

The fax phone number for the organization where this application 
or proceeding is assigned is (703) 308-4556. 




Patent Examiner 

Art Unit 1626, Group 1620 
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